United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/798,650 



FILING DATE 



7590 

Patrick W. Rasche 
Armstrong Teasdale LLP 
Suite 2600 

One Metropolitan Square 
St. Louis, MO 63102 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



MOTSINGER, SEAN T 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/798,650 


Applicant(s) 

LI ET AL. 


Examiner 

SEAN MOTSINGER 


Art Unit 
2624 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) \Z\ Claim(s) is/are allowed. 

6) |EI Claim(s) 1-6. 15-20. 29-34 is/are rejected. 
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8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Response to Applicants Arguments/Amendment 

1 . Applicants arguments/amendments filed on 7/21/2008/2008 have been entered 
and made of record. 

2. Claims 7-14 and 21-28 and 35-42 withdrawn from further consideration pursuant 
to 37 CFR 1 .142(b), as being drawn to a nonelected subcombination, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 7/21/2008. 

3. Applicant's arguments with respect to the requirement for restriction have been 
fully considered but are not persuasive. Applicant argues that a search for one claim 
group would reasonably include a search for the other" (i.e. there is not burden). 
However the examiner disagrees because there is a burden because prior art 
applicable to one would not likely be applicable to another, and they require a 
different field of search (for example, searching different classes/subclasses or 
electronic resources or employing different search queries.). 

Rejections Under 35 U.S.C. 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-6, and 29-34 rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
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5. Clainn(s) 1 -6 is/are rejected under 35 U.S.C. 1 01 as not falling within one of the 
four statutory categories of invention. While the claims recite a series of steps or 
acts to be performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform 
underlying subject matter (such as an article or material) to a different state or thing 
(Reference the May 15, 2008 memorandum issued by Deputy Commissioner for 
Patent Examining Policy, John J. Love, titled "Clarification of 'Processes' under 35 
U.S.C. 101" - publicly available at USPT0.GOV, "memorandum to examining corp"). 
The instant claims neither transform underlying subject matter nor positively tie to 
another statutory category that accomplishes the claimed method steps, and 
therefore do not qualify as a statutory process. In order for a process to be "tied" to 
another statutory category, the structure of another statutory category should be 
positively recited in a step or steps significant to the basic inventive concept, and 
NOT just in association with statements of intended use or purpose, insignificant pre 
or post solution activity, or implicitly. Note the CT imagining apparatus comprises 
only insignificant pre-solution activity. 

6. Claim(s) 29-34 is/are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter as follows. Claims 29-34 are 
drawn to functional descriptive material recorded on a computer readable medium. 
Normally, the claim would be statutory. However, the specification, at page 
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/defines or exemplifies the claimed computer readable medium as encompassing 
statutory media such as a "CD-ROM" or "DVD" etc, as well as non-statutory subject 
matter such as a "signal" i.e. the "internet" or "a network" . 

7. "A transitory, propagating signal ... is not a "process, machine, manufacture, or 
composition of matter." Those four categories define the explicit scope and reach of 
subject matter patentable under 35 U.S.C. § 101; thus, such a signal cannot be 
patentable subject matter." {In re Nuijten, 84 USPQ2d 1495 (Fed. Cir. 2007)). 

8. Because the full scope of the claim as properly read in light of the disclosure 
appears to encompass non-statutory subject matter (i.e., because the specification 
defines/exemplifies a computer readable medium as a non-statutory signal, carrier 
waver, etc.) the claim as a whole is non-statutory. The examiner suggests 
amending the claim to include the disclosed tangible computer readable storage 
media, while at the same time excludinci the intangible transitory media such as 
signals, carrier waves, etc. Any amendment to the claim should be commensurate 
with its corresponding disclosure. 



Rejections Under 35 U.S.C. 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a whtten description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1 5-20 is/are rejected under 35 U.S.C. 1 1 2 first and second paragraphs 
as attempting to define a product (i.e., machine or apparatus) entirely by virtue of its 
function, in the absence of any recited structure. 

1 0. Products must distinguish over the prior art in terms of their structure (or 
structure + structure's function when claimed functionally) rather than function alone 
(MPEP 211 4). Therefore, an "apparatus" not having structural limitations fails to 
"particularly point out and distinctly claim ..." the invention in accordance with 35 
U.S.C. 112, 2"^^ paragraph. 

1 1 . Furthermore, while the specification disclosure may be enabling for a plurality of 
structural elements performing the claimed functions [1], the specification does not 
reasonably provide enablement for a single structural element (or no structural 
elements) performing all of the claimed functions. That is, given the claim in 
question, the specification does not enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make the invention 
commensurate in scope with these claims. 

12. Even when an apparatus is disclosed as being computer implemented (e.g., 
software implemented on hardware), the requirement remains that there be some 
structure recited in the body of the claim (e.g., a processor and a memory storing a 
program which when implemented performs the method steps). 
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1 3. Applicant is advised to define the apparatus by virtue of the individual structural 
element that serve to perform the individual functions recited in the corresponding 
method claim. 

Rejections Under 35 U.S.C. 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

14. Claims 1 , 5-6, 15, 19-20 and 29, 33-34 rejected under 35 U.S.C. 102(b) as being 
anticipated by Li et al US 6,449,330. 

1 5. Li discloses A method for reconstructing an image of an object, said method 
comprising: scanning an object using a computed tomographic (CT) imaging 
apparatus (column 3 lines 25-30) to acquire projections of the object; determining a 
set of thresholds utilizing said projections (column 4 lines 5-10); associating selected 
smoothing kernels with said thresholds (column 4 lines 10-20); utilizing said 
smoothing kernels (column 4 lines 35-40) and said projections (column 4 lines 35- 
40) to produce smoothed projections (final projections column 4 lines 35-50) in 
accordance with said thresholds; and filtering and backprojecting the smoothed 
projections (reconstructing column 4 lines 50-55) to generate an image of the object 
(column 4 lines 50-55). 
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16. Re claim 5 Li discloses wherein said utilizing smoothing kernels and said 
projections to produce smoothed projections comprises utilizing a smoothing gain 
factor to modulate smoothing of said smoothed projections (column 4 lines 45-50). 

1 7. Re claim 6 Li further discloses wherein said smoothing gain factor is a function of 
said projections (column 4 lines 45-50). 

18. Re claim 1 5 ad 1 9-20 These claims, recite a ct scanner for performing the 
method of claims 1 , 5 and 6 respectively. Li discloses performing the method in a CT 
scanner as well see column 3 lines 25-30). 

19. Re claim 29 and 33-34. These claims, recite a computer readable medium 

storing instructions for performing the method of claim 1 , 5 and 6 respectively. Li 
discloses a computer readable medium see column 5 lines 15-20). 

Rejections Under 35 U.S.C. 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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20. Claims 2-3,1 6-1 7, and 30-31 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Li. 

21 . Re claim 2 Li further discloses wherein a smoothing kernel is associated with 
each threshold (column 4 lines 35-40). Li further discloses the set of thresholds 
contains more the one threshold and in one embodiment the set of thresholds 
includes three thresholds. Li does not specifically recite that 4 thresholds could be 
used, however It is clear from the claim language that Li intents the set of thresholds 
to be discretionary and not limited 3 (i.e Li implies that other numbers of threshold 
greater then 1 may be implemented.) Therefore it would be obvious to one of 
ordinary skill in the art to try a number of thresholds not equal to 3 but greater then 

1 . The most obvious numbers to try would be 2 and 4 since they are closest to 3. 
Therefore it would have been obvious to one of ordinary skill in the art to implement 
Li with 4 thresholds. 

22. Re claim 3 Li further discloses wherein a one-to-one correspondence exists 
between said smoothing kernels and said thresholds (column 4 lines 35-45). 

23. Re claim 16 and 17 These claims, recite a ct scanner for performing the method 
of claims 2 and 3 respectively. Li discloses performing the method in a CT scanner 
as well see column 3 lines 25-30). 
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24. Re claim 30 and 31 . These claims, recite a computer readable medium storing 
instructions for performing the method of claim 2 and 3 respectively. Li discloses a 
computer readable medium see column 5 lines 15-20). 

25. Claims 4 and 18 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Li in view of Kachelriess et al DE 198 53 141 . 

26. Re claim 4 Li discloses further comprising performing a smoothing based on a 
smoothing kernel conditioned upon a triggering of a threshold (see column 4 lines 
35-45). None of the smoothing kernels are 3D, however Kachelriess discloses 
smoothing kernels which are 3D see page 3 lines 1-15). The motivation to combine 
is to create adaptive smoothing in all three dimensions see page 1 lines 40-45. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SEAN MOTSINGER whose telephone number is 
(571)270-1237. The examiner can normally be reached on 9-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jingge Wu can be reached on (571)272-7429. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jingge Wu/ 

Supervisory Patent Examiner, Art Unit 2624 

Motsinger 
11/6/2008 



